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DETAILED ACTION 

1 . All outstanding rejections except for those described below are overcome by applicants' 
amendment filed 1/23/03. 

The new grounds of rejection as set forth in paragraph 3 below are necessitated by 
applicants' amendment and thus, the following action is final. 

Claim Refections - 35 USC S 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-2, 4, 6-10, and 14-18 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1, 14, 16, and 17 have each be have each been amended to recite "5 through 
lOwt.% of polymeric monomer including a polar group". It is the examiner's position that this 
change fails to satisfy the written description requirement under 35 USC 1 12, first paragraph 
since there does not appear to be a written description requirement for this phrase in the 
appHcation as originally filed, In re Wright. 866 F.2d 422, 9 USPQ2d 1649 (Fed. Cir. 1989) and 
MPEP2163. 

Applicants point to Table 1 as support for this phrase. Table 1 discloses copolymers 
obtained fi-om monomers, in addition to styrene and alkyl (meth) acrylate, such as (meth)acrylic 
acid, vinyl pyridine, 2-hydroxypropyl-N,N,N-trimethylammonium chloride acrylate, and N,N- 
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diallymethylammonium chloride, in amounts of 5%, 1%, and However, the recitation of "5 
through 10wt.%» as set forth in the claims as presently amended clearly encompasses any 
amount between 5 and 10wt.o/o for which there is no support in the specification. Based on the 
disclosure in Table 1, applicants only have support for the recitation of amounts of 5, 7. and 10% 
ofthe recited monomers (the three specific amounts) not the recitation of 5 through 10%. 

Claim Rejections - 35 VSC § ini 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 

in a prior Office action. 

5. Claims 1-2, 4, 6-10, and 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nguyen et al. (U.S. 6,248,805) in view of Patel et al. (U.S. 5,977,210) and Fujisawa et al. 
(U.S. 5,997,136). 

The disclosure is adequately set forth in paragraph 7 ofthe office action mailed 1 1/4/02, 
Paper No. 14, and is incorporated here by reference. 



Response to Argumen ts 

are not 



6. Applicants' arguments filed 1/23/03 have been fully considered, but they 
persuasive. 



Specifically, applicants argue that the cited references do not teach or suggest copolymer 
obtained fi-om the types and amounts of monomer presently claimed. 
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However, applicants' position is not understood given that Nguyen et al. disclose an ink 
jet ink comprising (i) 0.1-10% polymer which has the structure A.BA where A is a 
hydrophobic monomer such as alkyl (meth)acrylate, B is a hydrophobic monomer such as 
styrene, and C' is a monomer which has a highly polar functional group including (meth)acrylic 
acid, (ii) solvent which is liquid at room temperature, and (iii) colorant which is a dye or pigment 
wherein the colorant is dispersed in the polymer. The polymer has glass transition temperature of 
-25 to 1 10 °C and is produced using emulsion polymerization. The polymer is obtained from 5- 
95% monomer A, 5-95% monomer B, and 0-30% monomer C. 

While there are no examples that disclose ink comprising copolymer as presently 
claimed, "applicant must look to the whole reference for what it teaches. Applicant camiot 
merely rely on the examples and argue that the reference did not teach others." InreCour^, 
377 F.2d 647, 153 USPQ 735,739 (CCPA 1967). A fair reading of the reference as a whole 
discloses, as discussed in the preceding paragraph, clearly discloses copolymer as presently 
claimed. 

Applicants also argue that the amounts and types of monomers from which the 
copolymer is obtained are important to achieve rapid drying and fixation. While the.^ is no 
explicit disclosure in Nguyen et al. regarding the fixation or drying time of flie ink. given that 
Nguyen et al. disclose copolymer obtained fix,m the same types and amounts of monomer as 
presenUy claimed, it would have been natural for one of ordinary skill in the art to infer that flae 
ink would intrinsically possess rapid drying and good fixation. 
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7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
AppHcant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 



final action. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 703-305-0208. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 703-306-2777. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-93 1 1 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 

Calhe E. Shosho 
Examiner 
Art Unit 1714 

CS 

April 4, 2003 



